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Office Action Summary 



Application No. 



Applicant(s) 



Examiner 



Group Art Unit 



—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MnNTH{ct) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of tfiis communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

vStatus 



□ Responsive to connmunlcation(s) filed on '. 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 



Disposition of Claims 

Claim(s) | — 



Of the above c!aim(s)- 
□ Claim(s) : 



C!aim(s) I - ' 1 ^ ^1 

Claim(s) 5=5 

□ Claim(s) 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (aHd) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



. is/are pending in the application, 
is/are withdrawn from consideration. 

- is/are allowed, 
is/are rejected. 

■ is/are objected to. 

- are subject to restriction or election 
requirement. 



□ received in this national stage application from the Intemational Bureau (PCT Rule 1 7.2(a)). 

"Csr^i'Jlst copies not .'•eosivsd: 

Attaehrnent{s$ 



1^ Infomnation Disclosure Statement(s), PTO-1449, Paper No(s).^^^__ 

^Notice of Reference(s) Cited, PTO-892 

n Notice of Draftsperson's Patent Drawing Review, PTO-948 

Office Action Summary 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 



U. 8. Patent and Trademark Office 
PTO-326 (Rev. 9-97) 



U.S. GPO: 1997-433-221/82717 



Part of Paper No. 3 
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Art- Unit: 1712 



DETAILED ACTION 



Claim Rejections - 35 USC §102 



1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 35 1(a) shall have the effect under this subsection of a national application published 
under section 122(b) only if the international application designating the United States was pubhshed under 
Article 21 (2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by 
the applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes 
of this subsection based on the filing of an international application filed under the treaty defmed in 
section 351(a). 



2. Claim 24 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Tanaka et al 



(5349065). 



See example 139 in column 73. 



3. Claims 1-12 and 21-24 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
WO 98/42695. 

See the compounds on page i 1 and the general formula I on pages 3-4. 
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4. Claims 1-3, 7-9, 13-16 and 24 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by JP 08-295690. 
See example no 17. 



5. Claims 1-3, 7-9, 13-16, 21, 22 and 24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Tanizawa et al (6197225 Bl). 

Tanizawa teaches a naphthopyran compound which may contain a halogen substituent R4 
in the 7 or 9 position, and exemphfies such a compound (see example 41 in column 76, and 
column 6, line 64 - column 7, line 12). R2 and R3 can be alkoxy substituted phenyl groups 
(column 3, lines 13-36). The formation of a layer of a lens from a polymer solution of the 
naphthopyran is taught in column 34, lines 29-32. The present invention is thus anticipated by 
Tanizawa. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter penains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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7. Claims 1, 4-6, 9-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WO 98/42695 in view of Tanizawa (6197225). 

WO '695 teaches a naphthopyran compound which can contain halogen substituents at 
positions 7 or 9, and exemphfies such compounds on page 11. WO '695 teaches that such 
naphthopyran compounds may be used in polymeric hosts in the formation of ophthalmic lenses. 
WO '695 differs in not specifically teaching that such polymer composition forms a layer of the 
lens. Tanizawa teaches that a polymer solution of a naphthopyran may be used to form a layer of 
an ophthalmic lens (column 34, lines 29-32). It would be obvious to one of ordinary skill in the 
art to make a layer of an ophthalmic lens using the polymer-naphthopyran composition of WO 
'695, given the teaching of Tanizawa that a polymer solution of a naphthopyran may be used to 
form a layer of an ophthalmic lens, and the teaching of WO '695 that such composition is useful 
for the formation of ophthalmic lenses. 

8. Claim 20 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 
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9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Philip Tucker whose telephone number is (703) 308-0529. The examiner's 
normal working hours are 7:30am-4:00pm, Monday-Friday. If necessary SPE Robert Dawson 
may be contacted at 703-308-2340. For inquiries of a general nature call the receptionist 
at 703-308-0651. The group FAX no. is 703-872-9310. The after final fax no. Is 703-872-931 1. 



PCT-2699 
December 19, 2002 




Recent Statutory Changes to 35 U.S.C. § 102(e) 

On November 2, 2002, President Bush signed the 21st Century Department of Justice 
Appropriations Authorization Act (H.R. 2215) (Pub. L. 107-273, 116 Stat. 1758 (2002)), 
which further amended 35 U.S.C. § 102(e), as revised by the American Inventors 
Protection Act of 1999 (AIPA) (Pub. L. 106-1 13, 1 13 Stat. 1501 (1999)). The revised 
provisions in 35 U.S.C. § 102(e) are completely retroactive and effective immediately for 
all applications being examined or patents being reexamined. Until all of the Office's 
automated systems are updated to reflect the revised statute, citation to the revised statute 
in Office actions is provided by this attachment. This attachment also substitutes for any 
citation of the text of 35 U.S.C. § 102(e), if made, in the attached Office action. 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 102 in view of 
the AIPA and H.R. 2215 that forms the basis for the rejections under this section made in 
the attached Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if 
the international application designated the United States and was published 
under Article 21(2) of such treaty in the English language. 

35 U.S.C. § 102(e), as revised by the AIPA and H.R. 2215, appUes to all qualifying 
references, except when the reference is a U.S. patent resulting directly or indirectly fi-om 
an international application filed before November 29, 2000. For such patents, the prior 
art date is determined under 35 U.S.C. § 102(e) as it existed prior to the amendment by 
the AIPA (pre-AIPA 35 U.S.C. § 102(e)). 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 102 prior to the 
amendment by the AJPA that forms the basis for the rejections under this section made in 
the attached Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention thereof by 

fte apiplflcamtt for ipatemt, or dum am mttermMnoimall siippMcMtoii toy aEonililneir wtoo 
Unas ftalfilled th® reqiiirememts ©IT paragraphs {1% (2), and (4) offsecMom 371(c) 
of this title before the invention thereof by the applicant for patent. 

For more information on revised 35 U.S.C. § 102(e) visit the USPTO website at 
www.uspto.gov or call the Office of Patent Legal Administration at (703) 305-1622. 



